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DETAILED ACTION 

Election/Restrictions 

1. Restriction to one of the following inventions is required under 35 U.S. C. 121: 

I. Claims 1-6, drawn to an infrared ray filter, classified in class 428, subclass 432. 

II. Claims 7-12, drawn to a method of making, classified in class 427, subclass 
248.1. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions of Group II and Group I are related as process of making and product made. 
The inventions are distinct if either or both of the following can be shown: (1) that the process as 
claimed can be used to make other and materially different product or (2) that the product as 
claimed can be made by another and materially different process (MPEP § 806.05(f)). In the 
instant case the product can be made by a materially different process. Instead of forming the 
layers, layer by layer on the substrate, the layers can be formed separately on a release film in an 
inverted fashion, then laminated onto the substrate with subsequent removal of the release film/ 

3. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. 

4. During a telephone conversation with Douglas Miro on November 29, 2005 a provisional 
election was made without traverse to prosecute the invention of Group I, claims 1-6. 
Affirmation of this election must be made by applicant in replying to this Office action. Claims 
7-12 are withdrawn from further consideration by the examiner, 37 CFR 1.142(b), as being 
drawn to a non-elected invention. 
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5. Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 CFR 
1.143). 

6. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1.48(b) and by the fee required under 37 CFR 1.17(i). 

Claim Rejections - 35 USC § 112 

7. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the subject 
matter which the applicant regards as his invention. 

8. Claims 1-6 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claims 1-6 are indefinite as the thickness of the layers are set forth in terms of a design 
wavelength. Applicant has not set forth in the claims what the design wavelength should 
represent. As the function of the film is dependent upon the thickness of the layers, which is 
dependent upon the design wavelength, it is important to know the design wavelength. Over 
what design wavelengths will Applicant's infrared ray filter work? Clarification is needed. 
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Claim Rejections - 35 USC§ 102/103 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

11. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

12. Claims 1-3 and 6 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over United States Patent no. 6,391,400, Russell 
etal 

Regarding claim 1 
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Russell et al disclose a visibly heat reflective thermal control coating wherein the coating is 
comprised of two or more alternating layers of high and low index refractive material, (column 
1, lines 5-20). The coating can have 2-50 alternating layers of high and low index refractive 
materials, (column 19, lines 14-48). The thickness of the layers is determined using the 
quarterwave theory and the desired wavelength, (column 23, lines 36-51). Example 8 
demonstrates that first layer can be a high refractive index layer such as titanium dioxide and the 
last layer can be silicon oxide, (columns 45-46, lines 50-25), meeting the limitations of claims 1 
and 3. 

In the alternative, while there are no specific examples demonstrating a layer structure 
between 16 and 32 layers, it would have been within obvious to one skilled in the art at the time 
of invention to optimize the number of layers in the multilayered coating to create a balance 
between the desired infrared reflectance and the strength and durability of the coating as well as 
the cost in order to maximize the desired optical properties, (column 19, lines 14-25). 
Regarding claim 2 

The limitation of claim 2 indicates that the "prescribed layer" is layer number six or 
seven. The prescribed layer is taken as arbitrary layer wherein the optical thickness goes from 
no more than lambda/4 to an optical thickness of no less than lambda/4. As the layers are 
formed having a thickness based on the quarterwave theory, the prescribed layer is part of the 
layer structure, and the layers can all have a thickness of lambda/4, it would stand to reason that 
layer 6 or 7 of the prior art meets that limitation. 
Regarding claims 4 and 5 
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Between the substrate and the first layer, an additional layer can be formed wherein the 
layer can be aluminum oxide, (column 20, lines 19-56), meeting the limitations of claims 4-5. 
Regarding claim 6 

When the structure recited in the reference is substantially identical to that of the claims, 
the claimed properties or function are presumed inherent. MPEP 2112.01. Because the prior art 
exemplifies the applicant's multilayered infrared reflective coating, the claimed physical 
properties are inherently present in the prior art. Absent an objective showing to the contrary, 
the addition of the claimed physical properties to the claim language fails to provide patentable 
distinction over the prior art of record. 

13. Claims 1-6 are rejected under 35 U.S.C. 103(a) as being rejected under 35 U.S.C. 102(b) 
as anticipated by or, in the alternative, as obvious over Japanese Patent Application Publication 
no. 2000-314808, "IP ' 808. 
Regarding claims 1 and 2 

JP '808 disclose an infrared ray cut filter comprised of two or more laminates of high and 
low index refractive materials having an optical thickness based on the quarterwave theory, 
(pages 2-3, section 0004). The first layer in the film is a high refractive index material and the 
last layer is a low refractive index. The design wavelength is lambda, which is used to set the 
optical thickness of the film, (page 4, section 0010). Example 2 demonstrates the layer structure 
as set forth in claim 1 with regards to the layer thicknesses based on a prescribed layer, (page 5, 
section 0013). It would seem that the 7 th and/or 10 th layer is the prescribed layer, meeting the 
limitations of claims 1 and 2. 
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In the alternative, from the teachings of JP '808 it would seem that the coating could have 
2-37 or more layers. Applicant's coating requires 16-32 layers in the coating. Applicant's layer 
range is completely encompassed by the prior art. It would have been obvious to one skilled in 
the art to modify the 37 layer coating by reducing the number of layers as JP '808 specifically 
teaches if there are fewer layers in the coating, the refractive index of the thin films can be 
adjusted in order to achieve the same permeability property, (page 9, section 0033). It would 
also be obvious to shift the prescribed layer 
Regarding claims 3-6 

Titanium oxide is used as the high index refractive layer and silicon dioxide is used as the 
low index refractive layer, (page 9, section 0013), meeting the limitations of claim 3. Between 
the substrate and the first layer a layer of aluminum oxide can be placed, (page 8, section 0030), 
meeting the limitations of claims 4 and 5. The light permeability decreases as the light 
wavelength increases, (page 8, section 0029), meeting the limitations of claim 6. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gwendolyn Blackwell whose telephone number is (571) 272- 
1533. The examiner can normally be reached on Monday - Thursday; 5:30 am - 4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Deborah Jones can be reached on (571) 272-1535. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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